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Bef ore Seehernman, Hairston and Bottorff, Adm nistrative

Trademar k Judges.

Qpi ni on by Seeherman, Adm nistrative Tradenmark Judge:

WebDi al ogs, Inc. has appealed fromthe final refusa
of the Trademark Exam ning Attorney to register
"WebDi al ogs" and design, as shown below, as a trademark for

"conputer prograns for use in establishing live interaction
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sessions over |ocal, national and gl obal information

net wor ks; conputer hardware, namely conputer server."?!

WebDialogs

The Exam ning Attorney has made final a requirenent for
applicant to disclaimexclusive rights to "WbDi al ogs”
apart fromthe mark as shown.

Applicant and the Exam ning Attorney have fil ed appeal
briefs. Applicant did not file a reply brief, nor did it
request an oral hearing.

Section 6 of the Trademark Act, 15 U. S.C. 1056(a),
provides that "the Director nay require the applicant to
di scl ai m an unregi strabl e conponent of a mark ot herw se
registrable.” Section 2(e)(1l) of the Act, 15 U. S.C
1052(e) (1) prohibits, inter alia, registration of a term
whi ch, when used on or in connection with the goods of the

applicant, is nerely descriptive of them

! Application Serial No. 75/638,401, filed February 11, 1999,
and asserting a bona fide intention to use the mark in commerce.
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It is the Exam ning Attorney's position that
"WebDi al ogs” is nerely descriptive of applicant's goods
because it describes the function of the software, and
therefore it nmust be disclained. In support of this
position the Exam ning Attorney has made of record several
excerpts taken fromthe LEXI S/NEXI S dat abase, including the
fol | ow ng:

...few have nultiple web pages and none
cones close to the intensity of

Rockl and' s web di al ogue.

"The Patriot Ledger" (Quincy, M),
"January 31, 2002

He co-edits bitterl enons.org, an
| sraeli-Pal estinian Wb-based di al ogue.
"Los Angeles Tines," April 21, 2002

Thus many prograns that ate [sic-are]
made to read unstructured text such as
emai| or Web chat dial ogs depend on
finding structured text they do
under st and.

"Custoner Interaction Solutions,"”
April 1, 2002

Headl i ne: Wb di al ogue is short and
sl oppy; McGeevey and pupils share
cyber connection

"The Phil adel phia Inquirer,™

January 16, 2002

...Cross-departnental support teans,
out si de vendors and partners—an
securely view and participate in a
uni que shared Wb-based di al og.
"Business Wre," March 25, 20022

2 Athough a wire service report is not evidence that the

article has been circul ated anong the public, it does show the
aut hor's understanding of a particular term
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The Exam ning Attorney has al so submtted, with her

appeal brief, dictionary definitions of "web,"” "dial ogue,
"World Wde Web" and "interactive":?3
web: capitalized WORLD W DE VEB*

di al og: a. a conversation between two
or nore persons; also: a simlar
exchange between a person and sonet hi ng
el se (as a conputer)

b: an exchange of ideas and opini ons

c: a discussion between representatives
of parties to a conflict that is ained
at resolution®

interactive: 1. Acting or capable of
acting on each other.

2. Conputer Science of or relating to a
two-way el ectroni c or comruni cations
systemin which response is direct and
conti nual ®

Wrld Wde Web: Conputer Science. An
information server on the |nternet
conposed of interconnected sites and
files, accessible with a browser.’

® The Examining Attorney stated in her appeal brief that the
dictionary definitions were of record. |In point of fact, the
definitions were not nmade of record prior to the filing of the
appeal , and therefore were never properly made of record. See
Trademark Rule 2.142(d). However, the Board may take judici al
notice of dictionary definitions, University of Notre Dame du Lac
v. J. C. Gournet Food Inports Co., Inc., 213 USPQ 594 (TTAB
1982), aff’'d, 703 F.2d 1372, 217 USPQ 505 (Fed. Cr. 1983), and
we do so in this case.

* MerriamWebster On Line Dictionary

> MerriamWbster On Line Dictionary

® The Anerican Heritage Dictionary of the English Language, 3d
ed. © 1992.

" The Anerican Heritage Dictionary of the English Language, 3d
ed. © 1992.
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Atermis merely descriptive, and therefore
unregi strabl e pursuant to Section 2(e)(1) of the Act, if it
i mredi at el y conveys knowl edge of an ingredient, quality,
function, feature, conposition, purpose, attribute, use,
etc. of the goods or services in connection with which it
is used or intended to be used. See In re Engineering
Systens Corp., 2 USPQ2d 1075 (TTAB 1986). See also, In re
Gyul ay, 820 F.2d 1216, 3 USPQ2d 1009 (Fed. Cir. 1987).
Descriptiveness of a mark is not considered in the
abstract, but in relation to the particul ar goods or
services for which registration is sought. 1In re Abcor
Dev. Corp., 588 F.2d 811, 200 USPQ 215 (CCPA 1978).

After review ng the evidence of record, we have no
doubt that applicant's mark i medi ately describes the
purpose of its conputer progranms. Applicant's very
identification of goods—eonputer progranms for use in
establishing live interaction sessions over |ocal, national
and gl obal information networks—shows that the software
all ows people to have dialogs (live interaction sessions)
on the web (global information network). The NEXI S
excerpts show t hat phrases such as "web di al ogue, " Wb-
based di al ogue” and "Web chat di al ogs" are used to refer to
t he exchange of information that applicant's identified

conput er prograns are used to establish
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It would require no imagination or thought on the part
of consuners viewing the term"WbD al ogs" as part of a
trademark for "conputer prograns for use in establishing
| ive interaction sessions over |ocal, national and gl obal
i nformati on networks"” to understand that the conputer
prograns enabl e dialogs on the web to occur. Applicant
itself acknow edges that its prograns set up a place in the
i nformation network where an interaction session can take
pl ace. Thus, "WebDi al ogs” is nerely descriptive of a
pur pose of the conputer progranms, i.e., to set up a place
for web dial ogs, or dialogs on the web.

Applicant points out that the NEXIS articles submtted
by the Exam ning Attorney are all dated on or after
January 1, 2002, which is alnost three years after
applicant's application was filed. It is noted that the
search undertaken by the Exam ning Attorney retrieved 275
stories, and the nine which the Exam ning Attorney nade of
record were presumably the first ones that were retrieved,
since NEXIS articles are displayed in reverse chronol ogi cal
order. More inportantly, even if we were to assune that
all references to "web dialogs" were made in articles
publ i shed after applicant's filing date, the uses shown in
the articles are descriptive uses, not third-party

trademark uses. Thus, we cannot vi ew t hese uses as
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infringing. Rather, they show that, even if applicant

i ntended, when it filed its application, to claim"web

di al ogs" as part of its trademark, the authors of the
articles, and the public to whomthe term has been exposed,
regard it as descriptive. Applicant's coment that it

al one uses the term "WbDi al ogs"” as its trademark does not
in any way nmandate a finding that this termis not nerely
descriptive; on the contrary, one would not expect to find
third parties using a nerely descriptive termas a

t rademar k.

Applicant also points out that six of the articles
submtted by the Exam ning Attorney do not use the specific
term "webdi al ogs.” The fact that applicant runs the words
"web" and "di al ogs" together to form "WbDi al ogs" does not
avoid the descriptiveness of this term especially since
the special formin which "WbDi al ogs" is depicted in
applicant's mark, with a capital "W and a capital "D,"
reinforces the commercial inpression that it is the two
words. Nor does the fact that applicant uses the spelling

"di al ogs,"” and several of the articles use "dial ogues” or
"di al ogue,” avoid a finding of mere descriptiveness.
Clearly "dial ogue” and "di al ogue"” are alternate spellings.

See The Anerican Heritage Dictionary of the English

Language ©1970. Finally, although the articles submtted
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by the Exam ning Attorney do not refer to conputer

prograns, or use "web dial og/web di al ogues” to describe the
prograns, the articles show that consuners regard this term
as indicating live interaction sessions over gl obal

i nformati on networks. Because establishing these sessions
is what applicant's conputer prograns do, "WbD al ogs”
descri bes the purpose of the prograns.

Deci sion: The requirenent for a disclainmer of
"WebDi al ogs” is affirned, and therefore the refusal of
registration in the absence of such disclainmer is affirned.
Applicant is allowed thirty days fromthe mailing date of
this decision to submt the required disclainer, in which
case this decision will be set aside, and the application

will proceed to publication. See Trademark Rule 2.142(q).



